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- The MAILING DA TE of this communication appears on th cover sheet with the correspondenc address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
• Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )|3 Responsive to communication(s) filed on 10 May 2002 . ^ 
2a)n This action is FINAL. 2b)M This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under £x parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 17-22,24 and 25 is/are pending in the application. 

4a) Of the above claim(s) 17-22 is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) 24 and 25 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8)0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

§)□ The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner 

Applicant may not request that any objection to the drawing(s) be held In abeyance. See 37 CFR 1.85(a). 

11) 0 The proposed drawing correction filed on is: a)n approved b)n disapproved by the Examiner 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner 
Priority under 35 U.S.C. §§119 and 120 

1 3) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-{d) or (f). 

a)DAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (POT Rule 17,2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 

1 ) IS Notice of References Cited {PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) □ Notice of Drattsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) n Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) CD Other: 
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DETAILED ACTION 



Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I, Clainns 17-22, drawn to a method of coordinating a project, classified in 
class 705, subclass 7, 

II. Claims 24 and 25, drawn to a program storage device, classified in class 
707, subclass 104.1. 

The inventions are distinct, each from the other because of the following reasons: 

Inventions I. and II. are related as process and apparatus for its practice. The 
inventions are distinct if it can be shown that either: (1) the process as claimed can be 
practiced by another materially different apparatus or by hand, or (2) the apparatus as 
claimed can be used to practice another and materially different process. (MPEP § 
806.05(e)). In this case Invention I can be carried out, at least in part, by hand. For 
example the assessing of the database could be carried out manually or in a person's 
mind. 

Because these inventions are distinct for the reasons given above, because the 
search required for Group I is not required for Group II, and because the inventions 
have acquired a separate status in the art because of their recognized divergent subject 
matter, restriction for examination purposes as indicated is proper. 

During a telephone conversation with Shelley Beckstrand (24,886) on August 21, 
2002 a provisional election was made with traverse to prosecute the invention of 
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Invention II, claims 24 and 25. Affirmation of this election must be made by applicant in 
replying to this Office action. Claims 1 7-22 are withdrawn from further consideration by 
the examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the cun'ently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(1). 

Double Patenting 

2. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .130(b). 
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Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 24 and 25 are provisionally rejected under the judicially created doctrine 
of double patenting over claims 18-20 of Application No. 09/444253, claims 32-35 of 
Application No. 09/444255, claims 21-26 of Application No. 09/444256, and claims 10- 
12 of Application No. 09/444257. This is a provisional double patenting rejection since 
the conflicting claims have not yet been patented. 

The subject matter claimed in the instant application is fully disclosed in the 
referenced copending application and would be covered by any patent granted on that 
copending application since the referenced copending application and the instant 
application are claiming common subject matter, as follows: disclosed is a program 
storage device with a server-based database of templates describing procedures for 
various phases of acquisition for a new enterprise-wide general procurement and 
accounts payable system. 

Furthermore, there is no apparent reason why applicant would be prevented from 
presenting claims corresponding to those of the instant application in the other 
copending application. See In re Schneller, 397 F.2d 350, 158 USPQ 210 (CCPA 
1968). See also MPEP § 804. 

Claims 24 and 25 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over the mentioned 
corresponding claims of the copending applications. Although the conflicting claims are 
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not identical, they are not patentably distinct from each other because the claims differ 
in one or more of (1) statements of intended use in the preamble not giving substance 
to the claims; (2) statements of purpose or intended use in the body of the claim; and/or 
(3) claims to non-functional, descriptive text wherein the claimed elements carry no, or 
minimal, patentable weight. 

A preamble is generally not accorded any patentable weight where it merely 
recites the purpose of a process or the intended use of a structure, and where the body 
of the claim does not depend on the preamble for completeness but, instead, the 
process steps or structural limitations are able to stand alone. See In re Hirao, 535 F,2d 
67, 190 USPQ 15 (CCPA 1976) and Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 
481 (CCPA 1951). 

Removing from consideration statements of intended use in the preambles and 
claims and elements claiming non-functional descriptive text, claims 24 and 25 are 
provisionally rejected over the above mentioned corresponding claims of the copending 
applications. 
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Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 24 and 25 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 24 contains multiple uses of functional recitations which fail, as currently 
stated, to add any structural limitations to the claimed program storage device. These 
functional recitations operate as intended use of how one would use the program 
storage device, but do not positively recite structural limitations of the program storage 
device. Examples of functional use used in claim 24 are as follows: 

In line 1 1 , "for analyzing and adapting a legacy application to provide an adapted 
application customized to said customer" 

In line 14 "to access via a server said database for coordinating tasks by a 
plurality of enterprise teams throughout project implementation phases including 
assessing, . . ." 

Claim 25 also contains functional recitations beginning in line 2, "providing either 
directly or byway of links 

It is unclear what limitations are being claimed regarding the structure of the 
claimed program storage device. 

A recitation of the intended use of the claimed invention must result in a 
structural difference between the claimed invention and the prior art in order to 
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patentably distinguish the clainned invention from the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. In re Casey, 152 
USPQ 235 (CCPA 1967); In re Otto. 136 USPQ 458, 459 (CCPA 1963) 

Claim Rejections - 35 (JSC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 24 and 25 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Gundewar et al. (US Patent 6,381,610). 

Gundewar discloses a system and method for coordinating a project capable of 
maintaining a database of templates with user terminals accessible via a server (column 
2, line 66 to column 3, line 8). Gundewar discloses the claimed program storage device 
but is silent regarding the presence of a tangible program storage device embodying a 
program of specific instructions to carry out the discloses method on the system. It is 
notoriously old and well know in the art of computerized systems to use computer code 
instructions to carry out specific procedures automatically. Code instructions are 
inherent to computer systems. It would have been obvious to one having ordinary skill 
in the art at the time the invention was made to use computer code instructions in the 
system of Gundewar in order to enable the system to automatically carry out the 
disclosed method. 
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Conclusion 



6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Elaine Gort whose telephone number is (703)308-6391 . 
The examiner can normally be reached on Monday through Thursday from 7:00 am to 
5:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Olszewski, can be reached at (703)308-5183. The fax phone 
number for the organization where this application or processing is assigned is 
(703)305-7687. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703)308- 



1113. 



EG 




August 24, 2002 




-IDOUGUSHESS 
PRIMARY EXAMINER 



